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REQUEST FOR RECONSIDERATION OF PATENT TERM ADJUSTMENT 

UNDER 37 C.F.R § 1.705(b) 



Mail Stop Patent Ext. 
Commissioner for Patents 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
Sir: 

In response to the Notice of Allowance mailed on March 23, 2010 (hereinafter "Notice of 
Allowance"), the applicants submit the following request for reconsideration of patent term 
adjustment. This Request for Reconsideration of Patent Term Adjustment includes: 

( 1 ) The fee set forth in 37 C.F.R. §1.1 8(e); and 

(2) The Statement of the Facts Involved required by 37 C.F.R. § 1 .705(b)(2). 



Refund Ref:' 

88/30/2018 CKHLOK 8088171766 

CHECK Refund Total: 1888.88 



85/87/2018 HVU0NG2 00080078 10539672 

81 FC:1455 200.08 op 



-200.00 OP 



STATEMENT OF THE FACTS INVOLVED 

(i) The correct patent term adjustment and the bases under 37 CF.R. § 1.702 for the 
adjustment 

The correct patent term adjustment if the issue fee is paid by the date that is three months 
after the mailing date of the Notice of Allowance and the patent issues on or before the date that 
is four months after the date the issue fee was paid and all outstanding requirements were 
satisfied is 602 days. 

Under the recent decision of the Federal Circuit in Wveth v. Kappos, 591 F.3d 1364 (Fed. 
Cir. 2010), periods of delay in the Office that lead to patent term extensions under 35 U.S.C. § 
154(b)(1) do not "overlap ," such that the period of adjustment may be limited, unless the periods 
of delay occur at the same time. Id., 591 F.3d at 1369-70 (invalidating the Office's interpretation 
of 35 U.S.C. § 154(b)(1)), 

Pursuant to 37 CF.R. § 1.702(a)(1), the term of a patent shall be adjusted if the issuance 
of the patent was delayed due to the failure of the Office to mail at least one of a notification 
under 35 U.S.C. § 132, or a notice of allowance under 35 U.S.C. § 151, not later than fourteen 
months after the date on which the application was filed under 35 U.S.C. § 1 1 1(a) or fulfilled the 
requirements of 35 U.S.C. § 371 in an international application. The present application is a 
national phase entry of an international application, and the present application fulfilled the 
requirements of 35 U.S.C. § 371 on June 16, 2005. Notice of Acceptance of Application under 
35 U.S.C. 371 and 37 CFR 1.495 of December 9. 2005 . The first notification mailed by the 
Office under 35 U.S.C. § 132 in the present application was a Restriction Requirement mailed on 
October 2, 2007. Therefore, applicants are entitled to 412 days of patent term extension under 37 
CF.R. § 1.702(a)(1) in the present case, which is the period between August 16, 2006, and 
October 2, 2007. 

Pursuant to 37 CF.R. § 1.702(a)(2), the term of a patent shall be adjusted if the issuance 

of the patent was delayed due to the failure of the Office to respond to a reply under 35 U.S.C § 

132 or to an appeal taken under 35 U.S.C. § 134 not later than four months after the date on 

which the reply was filed or the appeal was taken. A reply under 35 U.S.C. § 132 was entered in 

the present application on November 18, 2009. Amendment of November 18. 2009 . A response 

to this reply, in the form of a Notice of Allowance, was mailed by the Office on March 23, 2010. 
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Therefore, applicants are entitled to 5 days of patent term extension under 37 C.F.R. § 
1.702(a)(2) in the present case, which is the period between March 18, 2010, and March 23, 
2010. 

Pursuant to 37 C.F.R. § 1.702(b), the term of a patent shall be adjusted if the issuance of 
the patent was delayed due to the failure of the Office to issue a patent within three years after the 
national stage commenced under 35 U.S.C. § 371(b) or (f) in an international application. The 
present application is a national phase entry of an international application, and the present 
application entered the national phase on June 14, 2005. Notice of Acceptance of Application 
under 35 U.S.C. 371 and 37 CFR 1.495 of December 9. 2005 . A period of delay for purposes of 
37 C.F.R. § 1.702(b) began on June 14, 2008. Applicants filed a Request for Continued 
Examination in the Office on May 27, 2009. Pursuant to 37 C.F.R. § 1.702(b)(1), the period of 
delay under 37 C.F.R. § 1.702(b) beginning on June 14, 2008, should not include the period after 
May 27, 2009. Therefore, applicants are entitled to the 346 days of patent term extension under 
37 C.F.R. § 1.702(b) in the present case, which is the period between June 14, 2008, and May 27, 
2009. 

The 412 day period of delay under 37 C.F.R. § 1.702(a)(1) began on August 16, 2006, 
and ended on October 2, 2007. The 5 day period of delay under 37 C.F.R. § 1.702(a)(2) began 
on March 18, 2010, and ended on March 23, 2010. And, the 346 day period of delay under 37 
C.F.R. § 1.702(b) began on June 14, 2008, and ended on May 27, 2009. Thus, none of these 
periods of delay overlap, such that the patent term extension could permissibly be restricted. 
Wyeth, 591 F.3d at 1369-70. The sum of these periods is 763 days. 

The period of patent term adjustment should be reduced for several periods set forth in 37 

C.F.R. § 1.704. First, the patent term adjustment should be reduced by 11 days, which 

corresponds to a period in excess of 3 months taken by the applicants to respond to the Non-final 

Office Action mailed on August 7, 2009 (Amendment under 37 C.F.R. § 1.111 entered on 

November 18, 2009). Second, the patent term adjustment should be reduced by 59 days, which 

corresponds to a period in excess of 3 months taken by the applicants to respond to the Non-final 

Office Action mailed on November 9, 2007 (Amendment under 37 C.F.R. § 1.111 entered on 

April 8, 2008). Lastly, the patent term adjustment should be reduced by 91 days, which 

corresponds to a period in excess of 3 months taken by the applicants to respond to the Final 
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Office Action mailed oil July 9, 2008 (Notice of Appeal entered on January 8, 2009). Thus, the 
total amount of reduction to the patent term adjustment should be 161 days, which is the sum of 
the three periods set forth in 37 C.F.R. § 1 .704, supra. 

(ii) The adjustment as specified in 37 C.F.R. § 1.703(f) to which the patent is entitled 
and the relevant dates as specified in 37 C.F.R. §§ 1.703(a)-(e) for which the adjustment is 
sought 

The present patent is entitled to a patent term extension of 602 days under 37 C.F.R. § 
1.703(f), as this number represents the sum of the periods of delay set forth in 37 C.F.R. §§ 
1.703(a)-(e) (763 days), less the periods set forth in 37 C.F.R. § 1.704 (161 days). 

The present patent is entitled to a patent term extension of 417 days under 37 C.F.R. § 
1.703(a) (412 days under 37 C.F.R. § 1.703(a)(1) and 5 days under 37 C.F.R. § 1.703(a)(2)). The 
present patent is at least additionally entitled to a patent term extension of 346 days under 37 
C.F.R. § 1.703(b). As set forth, supra, the 412 day period of delay under 37 C.F.R. § 1.702(a)(1) 
began on October 16, 2005, and ended on October 2, 2007; the 5 day period of delay under 37 
C.F.R. § 1.702(a)(2) began on March 18, 2010, and ended on March 23, 2010; and, the 346 day 
period of delay under 37 C.F.R. § 1 .702(b) began on June 14, 2008, and ended on May 27, 2009. 

(iii) Whether the patent is subject to a terminal disclaimer, and any expiration date 
specified in the terminal disclaimer 

Any patent issuing from the referenced patent application will not be subject to a terminal 
disclaimer. 

(iv) Any circumstances during the prosecution of the application resulting in the patent 
that constitute a failure to engage in reasonable efforts to conclude processing or 
examination of such application as set forth in 37 C.F.R. § 1.704 

As described, supra, several circumstances set forth in 37 C.F.R. § 1.704 occurred during 
the prosecution of the referenced patent application. First, a period of 1 1 days in excess of 3 
months was taken by the applicants to respond to the Non-final Office Action mailed on August 
7, 2009 (Amendment under 37 C.F.R. § 1.1 1 1 entered on November 18, 2009). Second, a period 



4 



of 59 days in excess of 3 months was taken by the applicants to respond to the Non-final Office 
Action mailed on November 9, 2007 (Amendment under 37 C.F.R. § 1.111 entered on April 8, 
2008). Lastly, a period of 91 days in excess of 3 months was taken by the applicants to respond 
to the Final Office Action mailed on July 9, 2008 (Notice of Appeal entered on January 8, 2009). 
The sum of the three periods is 161 days, 

CONCLUSION 

Applicants respectfully request reconsidergtign-^f the Patent Term Adjustment, and 
modification of the Patent Term Adjustment t(/602 days^763 days of delay under 37 C.F.R. §§ 
1.703(a)-(e), less 161 days of delay under 37 C.RlT§ 1 .704). Applicants reserve the right to file 
further petitions or requests seeking additional patent term adjustments; e.g., patent term 
adjustments that cannot be calculated until the issue date of the patent is actually known. 

Applicants do not believe that any other fee is due in connection with this filing. 
If, however, the applicants do owe any such fee(s), the Commissioner is hereby authorized to 
charge the fee(s) to Deposit Account No. 02-2334. In addition, if there is ever any other fee 
deficiency or overpayment under 37 C.F.R. 1.16 or 1.17 in connection with the referenced patent 
application, the Commissioner is hereby authorized to charge such deficiency, or credit such 
overpayment, to Deposit Account No. 02-2334. If questions remain after consideration of the 
foregoing, the Office is kindly requested to contact applicants' attorney at the address or 
telephone number below. 

Respectfully submitted, 
/William M. BLACKSTONE, Registration No. 29,772/ 

William M. Blackstone,Registration No. 29,772 
Office of General Counsel - Merck & Co.,Inc. 

Intellectual Property - Animal Health 

Law Dept. K-6-1, 1990 

Schering - Plough Corporation 

2000 Galloping Hill Road 

Kenilworth, NJ 07033 

(tel)410 464 0491 

Date: May 24, 2010 

Enclosures: Fee under 37 C.F.R. §1.1 8(e) 
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UNITED STATES PATENT & TRADEMARK OFFICE 
Washington, D.C 20231 



REQUEST FOR PATENT FEE REFUND 



t Date of Request: 



08/28/10 



J 2 Serial/Patent # 



10539672 



3 Please refund the following fee(s): 



4 PAPER 
NUMBER 



5 DATE 
FILED 



6 AMOUNT 



Filing 



Amendment 



Extension of Time (2253) 



Notice of Appeal/Appeal 



Petition (1455) 



05/26/10 



200.00 



Issue 



Cert of Correction/Terminal Disc. 



Maintenance 



Assignment 



Other 



7 TOTAL AMOUNT 
OF REFUND 



200.00 



a TO BE REFUNDED BY: 



10 REASON: 



Treasury Check 



X 



Overpayment 



Credit Deposit A/C # ; 



Duplicate Payment 



No Fee Due (Explanation) : 



11 REFUND REQUESTED BY: 



TYPED/PRINTED NAME: Chaiiema Grant TITLE: Atty 

SIGNATURE: /Charlema Grant/ PHONE: X-3215 

OP 



OFFI CE : _ _ _ __ _____ 

*************************************** *** ******************************* 

THIS SPACE RESER\ 



APPROVED 



CE RESERVED tfOR FINANCE USE ONLY: f*/f I 



Instructions for completion of this form appear on the back. After completion, attach 
white and yellow copies to the official file and mail or hand-cany to:, 

Office of Finance 

form pto 1577 Refund Branch 

(oi/w) Crystal Park One, Room 802B 



